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THIRD OFFICE ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on March 9, 2007 has been entered. 

Amendments 

2. This Third Office Action considers the " RESPONSE TO FINAL OFFICE ACTION " 
received November 20, 2006. Claims 8-10, 14-22 and 31-41 are pending in this application. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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4. Claims 8-10, 14-16, 20-21, 31-35 and 39-41 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Okumura (JP 06-299312). 

5. Okumura discloses steel having an iron-aluminide intermetallic alloy layer with a 
thickness of about 1 micron or less (but with comparative examples of up to 5 microns - e.g. see 
comparative examples in Table 2) and an aluminum content of 20-80 wt.% (e.g. see paragraph 
[0014] and Table 2). The ability of the steel substrate to be miscible with mohen zinc would be 
inherent to the composition of the article. An upper zinc layer is formed (e.g. paragraph [0010]). 
Although Okumura claims an iron-aluminide intermetallic alloy layer thickness of 1 micron or 
less and applicant claims a thickness of "greater than 1 micron" (e.g. claim 8, line 4), the 
thicknesses of 1 micron and "greater than 1 micron" are so close that, unless shown otherwise, 
one of ordinary skill in the art would not expect there to be a patentable distinction between the 
properties of the two thicknesses. See MPEP 2144.05 for the obviousness of range endpoints 
that approximate each other. In any event, Okumura clearly shows comparative examples 
having intermetallic layers of 1.5 microns, 2 microns, 3 microns and 5 microns (e.g. see the 
comparative examples in Table 2). See MPEP 2123 for use of comparative embodiments to 
reject. Okumura may differ from the claims in that Okumura may not specify that the steel used 
in his invention is "mild" steel (e.g. see claim 8, line 2), but in view of the context of Okumxira, it 
would have been obvious to one of ordinary skill in the art at the time the invention was made 
that any type of conventional steel used for building materials, including mild steels, would be 
appropriate for his invention. Regarding the thicknesses of the zinc coatings in some of the 
claims, it would have been obvious to one of ordinary skill in the art at the time the invention 
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was made to optimize the thickness of the zinc coating layer to meet the life time and 
environmental conditions expected of a particular steel article. Regarding claim 41, barring 
evidence that a tube shape is a patentable distinction, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to make the corrosion resistant sheet 
of Okumura in any conventional form that would be used for building materials. In re Dailey, 
357 F.2d 669, 149 USPQ 47 (CCPA 1966). 

6. Claims 8-10, 14-22 and 31-41 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Okumura (JP 06-2993 12) in view of applicant's disclosure of the prior art. 

7. Okumura discloses steel having an iron-aluminide intermetallic alloy layer with a 
thickness of about 1 micron or less (but with comparative examples of up to 5 microns - e.g. see 
comparative examples in Table 2) and an alxuninum content of 20-80 wt.% (e.g. see paragraph 
[0014] and Table 2). The ability of the steel substrate to be miscible with molten zinc would be 
inherent to the compositiori of the article. An upper zinc layer is formed (e.g. paragraph [0010]). 
Although Okumura claims an iron-aluminide intermetallic alloy layer thickness of 1 micron or 
less and applicant claims a thickness of "greater than 1 micron" (e.g. claim 8, line 4), the 
thicknesses of 1 micron and "greater than 1 micron" are so close that, unless shown otherwise, 
one of ordinary skill in the art would not expect there to be a patentable distinction between the 
properties of the two thicknesses. See MPEP 2144.05 for the obviousness of range endpoints 
that approximate each other. In any event, Okumura clearly shows comparative examples 
having intermetallic layers of 1.5 microns, 2 microns, 3 microns and 5 microns (e.g. see the 
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comparative examples in Table 2). See MPEP 2123 for use of comparative embodiments to 
reject. Okumura may differ from the claims in that Okumura may not specify that the steel used 
in his invention is "mild" steel (e.g. see claim 8, line 2), but in view of the context of Okumura, it 
would have been obvious to one of ordinary skill in the art at the time the invention was made 
that any type of conventional steel used for building materials, including mild steels, would be 
appropriate for his invention. Okumura may differ from some of the claims in that Okumura 
may not disclose the fiirther use of a phosphating agent crystalline comprising hexafluoro- 
titanium phosphate and an aluminum particulate filled cured epoxy overlayer, but applicant 
admits that it is conventional in the art to use a combination of barrier coatings and galvanic 
coatmgs in a muhilayer laminate coating in order to fiirther protect steel (e.g. see Background of 
the Invention - page 3, first fiiU paragraph) and applicant also admits that phosphating agent 
crystalline comprising hexafluoro-titanium phosphate and an aluminum particulate filled cured 
epoxy overlayer are conmionly used in the prior art to increase corrosion resistance (e.g. see 
Background of the Invention - page 2, fu"st full paragraph; page 3, line 21 - page 4, line 23). In 
view of applicant's disclosure of the prior art, it would have been obvious to one of ordinary skill 
in the art at the time the invention was made to use one of or a combination of phosphating agent 
crystalline comprising hexafluoro-titanium phosphate and an aluminum particulate filled cured 
epoxy coatings on the plated steel of Okamura because applicant admits that combinations of 
these types of coatings are generally used in the prior art to fiirther increase the corrosion 
resistance of steel articles. Regarding claim 41, barring evidence that a tube shape is a patentable 
distinction, it would have been obvious to one of ordinary skill in the art at the time the invention 
was made to make the corrosion resistant sheet of Okumura in any conventional form that would 
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be used for building materials. In re Doiley, 357 F.2d 669, 149 USPQ 47 (CCPA 1966). In 
addition, applicant admits that piping is a conventional configuration in this field (e.g. see 
Background of the Invention - page 2, lines 1-4). Regarding the thicknesses of the zinc coatings 
in some of the claims, it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to optimize the thickness of the zinc coating layer to meet the life time 
and environmental conditions expected of a particular steel article. Applicant discloses that this 
type of thickness optimization is conventional (e.g. see Background of the Invention - sentence 
spanning pages 2 and 3). 

8. Regarding the use of applicant's disclosure of the prior art in rejections, it is axiomatic 
that consideration of the prior art cited by the examiner must, of necessity, include consideration 
of the admitted state of the art found in applicant's specification. In re Davis, 305 F.2d 501, 134 
USPQ 256 (CCPA 1962); In re Hedges, 783 F.2d 1038, 228 USPQ 685 (Fed. Cir. 1986). 
Admitted knowledge in the prior art may be used in determining patentability of the claimed 
subject matter, In re Nomiya, 509 F.2d 566, 184 USPQ 607 (CCPA 1975). Regarding the use of 
comparative examples in the prior art, all the disclosures in a reference must be evaluated for 
what they fairly teach one of ordinary skill in the art even though the art teachings relied upon 
are phrased in terms of a non-preferred embodiment or even as being unsatisfactory for the 
intended purpose, In re Boe, 148 USPQ 507 (CCPA 1966); In re Smith, 65 USPQ 167 (CCPA 
1945); In re Nehrenberg, 126 USPQ 383(CCPA 1960); In re Watanabe, 137 USPQ 350 (CCPA 
1963). 
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Response to Arguments 

9. Applicant's arguments and amendments filed November 20, 2006 have been fully 
considered but they are not persuasive with regards to the pending rejections. 

10. Applicant's arguments have been carefully considered, but the prior art of record clearly 
discloses examples in applicant's claimed thickness range even if they are comparative examples 
and are not preferred for applicant's purposes. All the disclosures in a reference must be 
evaluated for what they fairly teach one of ordinary skill in the art even though the art teachings 
relied upon are phrased in terms of a non-preferred embodiment or even as being xmsatisfactory 
for the mtended purpose, In re Boe, 148 USPQ 507 (CCPA 1966); In re Smith, 65 USPQ 167 
(CCPA 1945); In re Nehrenberg, 126 USPQ 383(CCPA 1960); In re Watanabe, 137 USPQ 350 
(CCPA 1963). A reference may be relied upon for all that it would have reasonably suggested to 
one having ordinary skill the art, including nonpreferred embodiments. Merck & Co. v. Biocraft 
Laboratories, 874 F.2d 804, 10 USPQ2d 1843 (Fed. Cir.), cert, denied, 493 U.S. 975 (1989). As 
noted in the rejections applying Okumura (JP 06-2993 12), although Okumura clahns an iron- 
aluminide intermetallic alloy layer thickness of 1 micron or less and applicant claims a thickness 
of "greater than 1 micron" (e.g. claim 8, line 4), the thicknesses of 1 micron and "greater than 1 
micron" are so close that, unless shown otherwise, one of ordinary skill in the art would not 
expect there to be a patentable distinction between the properties of the two thicknesses. See 
MPEP 2144.05 for the obviousness of range endpoints that approximate each other. In any 
event, Okumura clearly shows comparative examples having intermetallic layers of 1 .5 microns, 
2 microns; 3 microns and 5 microns (e.g. see the comparative examples in Table 2). See MPEP 



Application/Control Number: 10/649,025 Page 8 

Art Unit: 1775 

2123 for use of comparative embodiments to reject. Okumura*s disclosure of examples of the 
use of intermetallic alloy layers in and about the thickness range claimed by applicant is 
evidence that Okumura is not teaching away from applicant's claimed invention, but rather that 

Okumura discloses and makes obvious applicant's invention before the invention thereof by 
applicant. 

Conclusion 

1 1 . Any inquiry concerning this communication or earUer communications from the 
examiner should be directed to John J. Zimmerman whose telephone number is (571) 272-1547. 
The examiner can normally be reached on 8:30am-5 :00pm, M-F. Supervisor Jennifer McNeil 
can be reached on (571) 272-1540. The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 

12. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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